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Attorney Docket NO. FR-AM1888NP 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicant: PRADEL, Jean-Laurent, et al Group Art Unit: 1772 

Serial No.: 10/671,758 Examiner: PATTERSON, Marc A 

Filed: September 26, 2003 

For: " COEXTRUSION TIE FOR POLYESTER BASED ON COGRAFTED METALLOCENE 
POLYETHYLENE AND LLDPE AND ON METALLOCENE POLYETHYLENE " 

PRE-APPEAL BRIEF REQUEST FOR REVIEW 

Mail Stop AF 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

This Pre-Appeal Brief Request for Review accompanies our Notice of Appeal and fee, in reply to 
the Final Rejection dated July 26, 2006. 



Attached are Applicant's arguments for which review is being requested. 
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SEP 2 §20% 

Issue 

The issue is: Can a foreign equivalent of a properly Terminally Disclaimed US patent be 
cited as a substitute valid 35 U.S.C. §103(a) reference in the same application? 

Prosecution history of present application: 

09/27/2002 - FR 02. 1 1992 application was filed in France as the priority document 

09/26/2003 - US patent application 10/671,758 filed, claiming priority to FR 02.1 1992. 

02/08/2005 - First Office Action Rejection: §1 12 and double patenting rejections over US 
6,528,587 in view of X, as the only rejections. 

4/29/2006 - A response and terminal disclaimer over US 6,528,587 with proper fees filed. 

7/26/2005 -Non-final rejection: over EP 1136536 (EP equivalent of terminally disclaimed US 
6,528,587) using US 6,528,587 as the translation! 

1 0/25/2006 - Response, claiming that a citation of the EP equivalent of the terminally disclaimer 
US case as prior art is improper. 

01/12/2006 - Non-final rejection: over same EP 1 136536 art. 

06/12/2006 - Response (with 1-month extension fee) again arguing improper citation of the 
European equivalent of the US terniinally disclaimed patent. 

07/26/2006 - Final rejection, again based on EP 1 136536. 

Prosecution history of US 6.528-587 and EP 1 136536 
03/24/2000 - FR 0003797 was filed 

03/16/2001 - EP 1,136,536 Bl was filed. Published September 26, 2001 
03/26/2001 - US 6,528,587 B2 filed (first business day - Monday - after the 1-year anniversary 
of the priority document), and published December 20, 2001 . 
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REMARKS: 

Applicant knows of no case law on point. 

Applicant acknowledges that the EP 1 136536 application, published one year and one day 
before Applicant's priority document, would be a valid prior art reference. 

Applicant notes that the Examiner in this case recognizes the equivalence of the US 
6,528,587 and EP 1 136536 documents - since the Examiner uses the US patent as the English 
translation of the EP application. 

Applicant, however, argues that it is improper to cite the EP equivalent of a US Terminally- 
disclaimed patent as substitute 35 U.S.C. §103(a) prior art for the following reasons: 

A. As against the stated purpose of a Terminal disclaimer. 

B. As against public policy and international treaties 

C. As against fairness. 

A. As against the stated purpose of a Terminal disclaimer 

If a terminal disclaimer over a US patent is not also a terminal dis claimer over all foreign 
equivalent cases having the same priority date, then th e terminal disclaimer ceases to function in 
the manner anticipated in the law. The main function of the Terminal Disclaimer is that it 
obviates the primary objection to double patenting, which is the extension of monopoly. In re 
Robeson, 331 F.2d 610, 141 USPQ 485 (1964). To accomplish this purpose, the terminal 
disclaimer should place the claims in the same position with respect to the EP ('536) subject 
matter as the US ( 4 587). Since the present claims now terminate with the US ('587) patent 
claims, there is no monopoly extension over either US ('587) or the equivalent (EP '536). 

The effect of a terminal disclaimer is to tie the affected patents together [Ortho 
Pharmaceutical Corp v. Smith, 959 F.2d 936, 22 USPQ 2d 1 1 19, 1 123 (Fed. Cir 1992)]. Tying 
the US patent, without also tying all foreign equivalent applications having the same priority, 
produces an incomplete tying. 
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A* As against public policy and international treaties 

One important purpose of a Terminal Disclaimer to public policy, as improvements are placed 
into the public domain. In this regard, the ftamers of the present regulations placed no limits on 
length of time that can be terminally disclaimed. 

The effect of a terminal disclaimer that applies only to the US patent, and not to any foreign 
equivalents, in effect limits the use of a termi nal disclaimer for any internationally filed patent, to 
only US cases filed less than 18 months prior to the application. Foreign patent applications 
publish at 18 months, making the disclaimer of any US patent older than 1 8 months and filed 
internationally a useless exercise. The Examiner could disregard any Terminal disclaimer over 
the US reference and cite the foreign equivalent as prior art instead. 

The use of a terminal disclaimer in overcoming a nonstatutory double patenting rejection is in 
the public interest because it encourages the disclosure of additional developments, the earlier 
filing of applications, and the earlier expiration of patents whereby the inventions covered 
become freely available to the public. MPEP 804.02(11). In re Jentoft, 392 R2d 633, 157 USPQ 
363 (CCPA 1968); In re Eckel, 393 F.2d 848, 157 USPQ 415 (CCPA 1968); and In re 
Braitkwaite, 379 F.2d 594, 154 USPQ 29 (CCPA 1967). 

B. As against Fairness 

A foreign equivalent of a US Terminally-disclaimed reference (with the same priority date) 
should not be allowed to be used as a substitute 35 U.S.C. 6103 reference . The substitute of 
equivalent references makes a mockery of US Terminal Disclaimer practice, allowing Examiners 
to circumvent most Terminal Disclaimers. Once a US applicant decides to shorten the length of 
monopoly protection in exchange for removal or a prior art reference it is unfair for the Patent 
office to accept such a terminal disclaimer, then use a foreign equivalent patent to make the same 
arguments. This would amount to a taking of Applicant's property right without any 
consideration. 

It is noted that the filing of a terminal disclaimer to obviate a rejection based on 
nonstatutory double patenting is not an admission of the propriety of the rejection. Quad Envi- 
ronmental Technologies Corp. v. Union Sanitary District, 946 F.2d 870, 20 USPQ2d 1 392 (Fed. 
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Cir. 1991). The court indicated that the "filing of a terminal disclaimer simply serves the 
statutory function of removing the rejection of double patenting, and raises neither a presumption 
nor estoppel on the merits of the rejection." MPEP 804.02 II 

Applicant requests the Pre- Appeal committee to consider the arguments above as they relate 
lo the substitution of a foreign equivalent patent reference for a Tenninally-disclaimed US 
reference. If the Committee finds, as Applicant believes, that for various reasons the Foreign 
equivalent reference should not be substituted for a tenninally-disclaimed US reference, then 
Applicant requests that rejections be removed, and the present application be allowed to pass to 
Allowance at this time. 

Respectfully submitted, 

yL^/^M Date: September 26, 2006 

Thomas F. Roland, Esq. 

Attorney for the Applicants Reg. No. 42 f 1 10 

Customer Number 3 1 684 
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